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DETAILED ACTION 

1. The Applicants' preliminary amendment filed March 1, 2005 is 
acknowledged. Claims 3-5, 7-8, 10 and 14 are amended. Now, Claims 1-14 are 
pending. 

Claim Objections 

2. Claims 2-4, 6-7 and 9-14 are objected to because of the following 
informalities: 

In Claims 2-4, 6-7 and 9-14, Applicants are advised to replace 
"characterized in that" with— wherein 

In Claim 2 (lines 1-2), Applicants are advised to replace 
"hydroxypropylmethylcellulose (HPMC) is used as cellulose derivative" with — the 
cellulose derivative is hydroxypropylmethylcellulose (HPMC) 

In Claims 3-4, Applicants are advised to make similar amendments as in 
Claim 2 above. 

In Claims 10-14, Applicants are advised to replace "it" with — said substrate 
Appropriate correction is required. 



3. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-14 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

In Claim 1 (line 1), should "Compound" be — A composition — because the 
claim is directed to more than one compound. 

In Claims 2-4 (line 1), should "Compound" be — The composition — ? 

In Claim 4 (line 2), should "compound" be — composition — ? 

In Claim 4 (line 1), "as claimed" caused confusion because it is not clear as 
to which claim it depends to. 

In Claim 5 (line 1), should "Screen-printed" be — A screen-printed — ? 

In Claims 6-7 (line 1), should "Screen-printed" be — The screen-printed — ? 

In Claim 8 (line 1), should "Substrate" be— A substrate --? 

In Claims 9-14 (line 1), should "Substrate" be— The substrate -? 

Claim Rejections - 35 USC §102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 

that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

6. Claims 1-5 and 7-14 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rouquier (WO 01/23639). 

The following column and line numbers are based on Rouquier' s U.S. 
equivalent, US 6 656 607. 

For Claims 1-4, Rouquier discloses a coating composition containing a 
hybrid sol-gel precursor, particles and as a thickener, a cellulose. The cellulose can 
be hydroxypropylmethylcellulose. (col. 1, lines 24-29, col. 2, line 54 to col. 3, line 
41 and col. 4, lines 29-39) The preamble "suitable for screen-printing" is merely an 
intended use, and does not carry any weight of patentability. Alternatively, since 
the composition reads on the claimed one. As such, it should inherently suitable for 
screen-printing. For Claims 5 and 7, Rouquier is silent on a layer prepared by 
screen-printing method. However, these claims are Product-by-Process claims. 
"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a 
product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, 
the claim is unpatentable even though the prior product was made by a different 
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process" In re Thorpe . 777 F. 2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). 
Since the composition reads on the claimed one, the layers derived therefrom 
should inherently have the same density. For Claims 8-14, Rouquier teaches the 
use of the composition for coating metal substrates. (Abstract) Furthermore, since 
the composition reads on the claimed one, it should be suitable for coating the 
claimed substrates set forth in the instant claims. 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

8. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rouquier. 

Rouquier discloses a coating composition, supra, which is incorporated 
herein by reference. 

For Claim 6, Rouquier is silent on the specific claimed layer thickness. 
However, the layer thickness can affect the durability of the coating. In other 
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words, the layer thickness is a Result-Effective variable. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of invention to apply a 
layer with whatever thickness through routine experimentation in order to afford a 
layer with desired durability. Especially, Applicants do not show the criticality of 
the layer thickness. See MPEP 21 12.01 

9. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski, can be reached on (571) 272-1302. 
The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
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direct.uspto.gov . Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866r2 17-9 197 (toll-free). 
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